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DETAILED ACTION 



Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

2. Claims 1-4, 6-10, 12-16, 18-22, 24-28, 30-34, and 36-43 rejected under 35 
U.S.C. 102(e) as being anticipated by Gallant et al. (U.S. Patent No. 6,636,596), 
hereinafter, Gallant. 

Referring to claims 1 and 7, Gallant discloses in figures 1 and 2 a method for 
establishing telephonic communication between a first device 13a and a second device 
13b over a communication network adhering to a session initiation protocol (SIP), the 
method comprising: 

receiving a first call establishment message from the first device in a SEP- 
unobservant/SIP-observant format [see in figure 1, 2, column 2, lines 26-65, column 3, 
lines 39 to column 4, lines 28; traditional telephones 13 are connected to Internet 17 
through traditional telephone switching equipment, such as PBXs 19; IP telephony 
gateways 21 include a signaling gateway and a media gateway. The signaling gateway 
provides bi-directional translation between PSTN telephony signaling, such as SS7, 
messages and IP telephony signaling messages in protocols such as H.323 or SIP. 
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Typically, media gateway use one IP signaling protocol or the other, but not both; the 
PBX 19a sends a setup message 33 to the IP telephony gateway 21a]; 

generating a second call establishment message in a SIP-observant format/SIP- 
unobservant in response to the first call establishment message [see figures 1, 2, column 
2, lines 26-65, column 3, lines 39 to column 4, lines 28; The IP telephony gateway 21a 
maps the setup message 33 into a SIP invite request 35 addressed to the SIP proxy server 
23]; 

transmitting the second call establishment message to the second device over the 
communication network [as disclosed in column 3, lines 39 to column 4, lines 28; if the 
SIP proxy server 23 is unable by itself to process setup for a VNET call, the SEP proxy 
server 23 sends a SEP invite request 37 to the dialed number at the location manager 31] 
as claim. 

Referring to claims 13 and 19, Gallant discloses in figures 1 and 2 of a 
communication network adhering to a session initiation protocol (SEP) for establishing 
telephonic communication between devices, the network comprising: 

a SIP-unobservant device [figures 1, index 13]; 

a SEP-observant device [figure 1, index 15]; and 

an emulation client operative (27 call control entity of figure 1) between the SIP- 
unobservant device 13 and the SEP-observant device 15, characterized in that a call 
establishment message transmitted by the SEP-unobservant device in a SEP- unobservant 
format is converted to a SEP-observant format by the emulation client and transmitted to 
the SEP-observant device or vice versa [as disclosed in figures 1, 2 and column 2, lines 
26-65, column 3, lines 39 to column 4, lines 28] as claim. 
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Referring to claims 25 and 3 1, Gallant discloses of an emulation client [27 call 
control entity of figure 1] in a communication network adhering to a session initiation 
protocol (SIP) for establishing telephonic communication between a SIP-observant [15a] 
device and a SIP-unobservant [13] device, characterized in that a call establishment 
message transmitted by the SIP-observant device in a SIP-observant format is converted 
to a SIP -unobservant format by the emulation client and transmitted to the SEP- 
unobservant device and vice-versa [as disclosed figures 1, 2 and column 2, lines 26-65, 
column 3, lines 39 to column 4, lines 28] as claim. 

Referring to claims 37 and 39, Gallant discloses in figures 1 and 2 of a method for 
establishing telephonic communication over a communication network, the method 
comprising the steps of: 

a SIP stack for generating on a SIP-observant device a Session Initiation Protocol 
(SEP) INVITE message, the SIP INVITE message including a telephone number of a SIP- 
unobservant device [see figures 1, 2, column 2, lines 26-65, column 3, lines 39 to column 
4, lines 28; The IP telephony gateway 21 maps the set up message 33 into a SIP invite 
request 35 addressed to the SIP proxy server 23]; and 

an interface for transmitting by the SIP-observant device on the communication 
network the SIP INVITE message, wherein response the transmission an emulator 
operative between the SIP-observant device and the SIP -unobservant device receives a 
SIP INVITE message including the telephone number of the SIP-unobservant device, 
converts the SIP INVITE message into a SIP-unobservant format and transmits the 
message to the SIP-unobservant device [as disclosed in figures 1, 2, column 2, lines 26- 
65, column 3, lines 39 to column 4, lines 28 and claim 20; the SIP proxy server 23 sends 
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a SIP invite request 37 to the dialed number at the location manger 31; upon receipt of 
the invite request 37, the location manager queries the service control entity 29 with a 
routing request 39. The service control entity 29 performs a data lookup and responds to 
the location manager 21 with a routing response 41; the response 43 provides the SIP 
proxy server 23 with an IP address for the called party at the egress IP telephony gateway 
21b, accordingly the SIP proxy server sends an invite request 45 to the called party at the 
egress DP telephony gateway 21b; upon receipt of the invite 45, the egress IP telephony 
gateway 21b sends a setup message 47 to the PBX 19b] as claim. 

Referring to claim 41, Gallant discloses in figures 1 and 2 of a method for 
relaying call establishment messages between at least three communication networks, the 
three networks including a SIP -unobservant network (IP phones 15a, 15b) and a plurality 
of SIP -unobservant networks (Telephones 13a, 13b), the method comprising steps of: 

receiving a plurality of SIP-observant call establishment messages [as disclosed in 
figures 1, 2, column 2, lines 26-65, column 3, lines 39 to column 4, lines 28; call control 
entity 27 receives call establishment messages]; 

translating a first message within the plurality into a first protocol type of a first 
SEP -unobservant communication network and transmitting the first message on the first 
SIP -unobservant communication network [as disclosed figures 1, 2, column 2, lines 26- 
65, column 3, lines 1 to column 4, lines 28, claims 20, 21; receiving an EP telephony 
session initiation request to a called party at an IP telephony server and sending an 
intelligent network service control query to legacy SCP in response to receiving the EP 
telephony session initiation request at a location manager and sending an EP control 
message to the IP telephony proxy server in response to the query]; and 
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translating a second message within the plurality into a second protocol type of a 
second SIP-unobservant communication network and transmitting the second message on 
the second SIP-unobservant communication network [as disclosed figures 1, 2, column 2 ? 
lines 26-65, column 3, lines 1 to column 4, lines 28, claims 20, 21; receiving an IP 
telephony session initiation request to a called party at an IP telephony server and 
sending an intelligent network service control query to legacy SCP in response to 
receiving the IP telephony session initiation request at a location manager and sending an 
IP control message to the EP telephony proxy server in response to the query]; 

wherein the first and second protocol types are different [first may be SS7 and 
second may be another PSTN telephony signaling as disclosed in col 2, lines 26-65] as 
claim. 

Referring to claims 2, 8, 14, 20, 26 and 32, wherein the call establishment 
message is selected from a group consisting of requests, responses, and confirmations [as 
disclosed in figure 2]. 

Referring to claims 3, 9, 15, 21, 27, 33, 38, 40, and 43, wherein the SIP- 
unobservant format adheres to a private branch exchange signaling protocol [as disclosed 
in figure 1, telephone 13a adheres to PBX 19a]. 

Referring to claims 4, 10, 16, 22, 28 and 34, further comprising: retrieving 
redirection information associated with the first call establishment message from a 
location database [as disclosed in figures 1, 2 and column 3, lines 39 to column 4, lines 
28, upon receipt of the invite request 37 the location manager 3 1 queries the service 
control entity 29 with a routing request 39, the service control entity 29 performs a data 
lookup and responds to the location manger 3 1 with a routing response 41 . The location 
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manager 3 1 maps response 41 into a SEP temporarily moved response 43 directed back 
to SIP proxy server 23]; and redirecting the second call establishment message response 
to the retrieved redirection information [as disclosed in figures 1, 2 and column 3, lines 
39 to column 4, lines 28, the response 43 provides the SIP proxy server 23 with an EP 
address for the called party at the egress IP telephony gateway 21b, accordingly the SIP 
proxy server 23 sends an invite request 45 to the called party at the egress IP telephony 
gateway 21b] as claim. 

Referring to claim 6, 12, 18, 24, 30 and 36, further comprising selecting the SEP- 
unobservant format from a plurality available formats [as disclosed in column 2, lines 26- 
50 of SS7 and IP telephony signaling messages]. 

Referring to claim 42, Gallant discloses of further comprising the steps of 
determining the first protocol type based on a first address in the first message, and 
determining the second protocol type based on a second address in the second message 
[as disclosed in column 3, lines 1-30; ] as claim. 

3. Claims 13, 19, 25 and 31 rejected under 35 U.S.C. 102(e) as being anticipated by 
Salama et al. (U.S. Patent No. 6,584,093), hereinafter, Salama. 

Referring to claims 13 and 19, Salama discloses in prior art figures 11-13 of a 
communication network adhering to a session initiation protocol (SIP) for establishing 
telephonic communication between devices, the network comprising: 

a SIP -unobservant device [figure 1 1, telephone 1112]; 

a SIP-observant device [figure 1 1, SIP terminal 1 122]; and 
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an emulation client operative between the SEP -unobservant device and the SIP- 
observant device, characterized in that a call establishment message transmitted by the 
SIP -unobservant device in a SIP- unobservant format is converted to a SIP-observant 
format by the emulation client and transmitted to the SIP-observant device or vice versa 
[as disclosed in figure 1 1-13 and column 6, lines 17-46 of SIP/PSTN Gateway 1 116 
which routes the call through Internet 1 130 to a SIP terminal (SIP observant format); 
figures 7 and 8 include conversion from SEP observant format to a SIP unobservant 
format] as claim. 

Referring to claims 25 and 31, Salama discloses of an emulation client [SEP/PSTN 
Gateway 1 1 16 of figures 1 1] in a communication network adhering to a session initiation 
protocol (SIP) for establishing telephonic communication between a SIP-observant [SIP 
terminal 1 122 of figure 11] device and a SIP -unobservant [Telephone 1 1 12 of figure 11] 
device, characterized in that a call establishment message transmitted by the SIP- 
observant device in a SIP-observant format is converted to a SEP-unobservant format by 
the emulation client and transmitted to the SEP-unobservant device and vice-versa [as 
disclosed in figure 11-13 and column 6, lines 17-46 of SEP/PSTN Gateway 1116 which 
routes the call through Internet 1 130 to a SIP terminal (SIP observant format); figures 7 
and 8 include conversion from SIP observant format to a SEP unobservant format] as 
claim. 
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Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 5, 1 1, 17, 23, 29, and 32 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gallant in view of Maggenti et al (U.S. Patent No. 6,477,150). 

Referring to claim 5, 11, 17, 23, 29 and 35, Gallant discloses in figure 1 and 
column 3, lines 8 to 30 of the location manager 3 1 functioning as a SIP redirect server. 
Gallant however fails to explicitly disclose that the redirection information is associated 
with a day and a time indicative of when the call establishment message is to be 
redirected. Maggenti discloses in figure 7 may redirect SIP request using SIP redirection 
mechanism associated with a time for redirection. Therefore, it would have been obvious 
to one of ordinary skill in the art to include the feature as taught by Maggenti into the SIP 
redirect server of Gallant in order to facilitate and integrated service while reducing 
delay. 

Conclusion 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or faxed to: 

(703)305-3988, (for formal communications intended for entry) 
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Or: 

(703)305-3988 (for informal or draft communications, please label 
"Proposed" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2021 Crystal 
Drive, Arlington, VA., Sixth Floor (Receptionist). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chirag G Shah whose telephone number is 703-305-5639. 
The examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wellington Chin can be reached on 703-305-4366. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



cgs 

August 24, 2004 



Ajit Patel 
Primary Examiner 



